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i Reid & Priest LLP 

Attorneys At Law 

225 west Santa Clara Sireet, Suite 1200 
San Jose, Ca 95113-1723 

Tel. 408.292. 5B0O 
F^x 408.287 804O 
www.thetenf6iq.com 

Frida Connelly 
RefUnds Branch 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Re: Request for Refund 

Re: United States Patent Application entitled, "EASY CUTTER" 

Inventor(s): Ashbyetal. 

Serial No.: 09/843,496. 

Filed: April 25, 2001 

TRP Docket No.: 034298-000092 

Dear Ms. Connelly: 

In regards to the above referenced application, Check No. 3 1 5540 in the amount of 
$130.00 was deposited February 17, 2004, for a Petition from Requirement for 
Restriction which was enclosed with the filing submitted on February 2, 2004. A copy of 
the check is attached. 

Please note that The Petition fee was submitted in error. A Notice on the Decision on 
Petition was received on February 24, 2004, which clearly states 'The Petition is 
considered pursuant to 37 CFR 1.141 and 1.181, and that no fee was required". A copy is 
also attached. 

It is respectfully requested that the $130.00 be reversed to our Deposit Account No. 50- 
1698 as soon as possible. Please call me should you have any questions. Thank you for 
your time with tliis matter. 




Thelen 



Adrienne Yeung 

Direct Line: (408)282-1809 

Direct Fax: (408) 278-3209 

ayeung@thelenreid.com 
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DECISION ON PETITION 



This is a decision on the petition filed on February 6, 2004 by which petitioners request withdrawal of 
the examiner's requirement to restrict this application a single one of a plurality of patentably distinct 
inventions and to further elect a single species of the disclosed invention for prosecution in this 
application. The original requirement was promulgated on May 7, 2003, in paper No. 8 and made final 
on September % 2003, in paper No. 11. The petition is considered pursuant to 37 CFR 1.141 and 1.181, 
and no fee is required. 

The petition is dismissed . 

Initially, it is noted that in paper No. 8, the requirement as originally promulgated identified a total of 
four patentably distinct inventions. Two of these inventions were alleged by the examiner to be related 
as subcombinations useable together (MPEP § 806.05(d)), a third invention was said to be related to each 
of the two subcombination inventions as combination-subcombination (MPEP 806.05(c)) and the fourth 
invention was held to be a method that was distinct from each of the three inventions are method as 
process of use and the product being used (MPEP § 806.05(h)). In addition, the examiner determined that 
two patentably distinct species were disclosed and claimed in this application, namely the species Figure 
4 which the examiner designated as "species A", and the species Of Figure 8, designated by the examiner 
as "Species B." 

Petitioners filed paper No. 9 on June 9, 2003, and in that reply, petitioners traversed the requirement to 
elect one of the four related but patentably distinct inventions. Petitioners' basis for traversing this 
requirement appears at page 5 of paper No. 9, and seems to be that the examiner did not demonstrate that 
the four patentably distinct inventions were also "independent inventions. 0 Petitioners appear to have 
argued that the examiner failed to demonstrate that these inventions were bom "independent and distinct", 
as required by 35 USC g 121. With respect to the election of species requirement, petitioners argued that 
the species were also related as distinct inventions, and that under the practice in MPEP g 806.04(b), the 
examiner was required to demonstrate that the species were patentably distinct under the "distinct 
inventions" test It was argued that the species could not be independent inventions because they were 
interrelated. 



Petitioners' traverse was not well taken. First; it has long been the practice to read the statutory language 
^independent and distinct'' as meaning "independent or distinct*. For a detailed explanation of why, see 
JtfPEP § 802.01. 

I Second, MPEP § 806.04(b) refers to the situation in which two species of a given device are also disclosed 
as useable together in a combination. The example given is two different species of damp, each used at 
the same time in an overall combination. The species of Figure 4 and the species of Figure 8 are disclosed 
las being two variations of cutter, and are not disclosed as being useful together in the same combination. 
sHertce, it was unnecessary for the examiner to apply MPEP 806.04(b) and rely upon distinct invention 
(practice as well as species practicein order to support the election of species requirement that was 
{promulgated. The examiner need only have determined that there was a least one claim limited to the 
{species of Figure 4, and at least one claim limited to the species of Figure 8, and that the species were 
•Capable of supporting separate patents in order to justify requiring that petitioners elect a single species 
for prosecution in this application. See MPEP % 808.01. 



05-I8-H4 08:01am Fron-Thelan, Raid, A Priest LLP T-460 P. 006/008 F 

Application of Ashtay tt (d 
Application Mo. 09/843,496 



Piper Na 16 

Application of Ashtay rf <d pag* -2- 



W«h resoect to the instant petition, there are two addition.! facts. First petitioners haw canceled claims 
SS?S5Si^3 Lrvir£only claims 11, 12, 14-17 and newly added claim the 
combhiSa of a catting device generally having a base having an operung with cutting edges an 
SSSSflap havi^Tuttog ed|es cor4ponding to the cutting edges of ^ 
bSTiaounted J a card which m torn supports a medical system for deHvermg foam material 
Smers' characterization of claim. 18-26 as being withdrawn as erroneous, see paper No. 9. page 3. 

Second, petitioner is now arguing the Constitationalfly of the "restr^reqtiirement" that 
requirement must be based on claims in accordance with proper MP^ practice and on a host of other 
ISsons that did not iorm the basis for the original traverse. Nevertheless, these arguments will be 
answered, albeit briefly. 

Petitioners' Constitutional argument vis-a-vis the examiner's requirement to elect species is simply 
inaccurate with respect to what an election of species requirement * and what the tow is. It fcnot a 
-restriction requirement"; it is an election of species requirement Peunoners' hypothetaal e^mpk of ^ 
unconstitutional taking that would occur if one of petitioners' claims reads on both of the species 
mefiling of a divisional application is adequately addressed by 35 USC § 12LwIuch precludes 
TrejectiS in a divisional application based upon double patenting of claims asserted in a divisional 
application that were subject to an election or restriction requirement in a parent application. In addition, 
37 CFR 1 146 provides that an applicant will be permitted to claim a reasonable number of speaes in an 
application if a generic claim is found to be allowable. Petitioners have not been subjected to any sort of 
"taking" by reason of the examiner's requirements. 

As to the arguments predicated on the proposition that restriction must be based upon claims, a species 
r^u^ent^based upon embodiroents. 'Omms are never ipccies", MFEP 8 806.04(e). (Emphasis in the 
orijrinaL) With respect to the argument in the penultimate paragraph of page 5 of the petition, it is again 
ported out that with respect to the determination that the two spedes identity the examiner are 
patentable over each other, the examiner has acted properly pursuant to MFEP § 808.01. 

In summary, the petition presents no basis upon which to disturb the record as it currently exists, or upon 
which to hold mat the examiner abused his discretion or acted in an arbitrary or capricious manner in first 
requiring restriction, then in requiring an election of spedes in addition to the restriction requirement, and 
then in making his requirements final. Therefore, the requested relief cannot presently be granted. 
Petitioners are entitled to file a request for reconsideration of this decision, which must be filed within two 
months of the date of this decision. See 37 CFR 1.181(f). 




E'. Rolliris-Cross, Director 
Technology Center 3700 



Robert E. Krebs 

Thelsn Reid & Priest LLP 

P.O. Box 640640 

San Jose, CA 95164-1)640 



